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The instant application was suspended by the Office pending 
declaration of an interference- However, the Board of Patent 
Appeals and Interferences has decided not to declare an 
interference at this time. Therefore, ex parte prosecution is 
resumed. Claims 1-16 are pending. 

Claim 1 is objected to under 37 CFR 1.75 as being a 
substantial duplicate of claim 14 . When two claims in an 
application are duplicates or else are so close in content that 
they both cover the same thing, despite a slight difference in 
wording, it is proper after allowing one claim to object to the 
other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03 (k) . 

The only difference in Claim 1 and 14 is that Claim 1 

specifically recites that the encoded protein is human 

phosphatidic acid phosphatase. However, this is an inherent 

property of the protein of SEQ ID NO: 2 so this additional 

language is not further limiting of Claim 1. 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(f) or (g) prior art 
under 35 U.S.C. 103(a). 

Claims 3, 5 and 10-12 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Kai et al. (Reference A7 of 
applicants IDS) in view of any one of GENBANK entries AA040858, 
W04968 or H68363. 

Kai et al . teach the isolation of porcine PAP and the 
isolation of and expression of the mouse PAP gene. 

Each of GENBANK entries W04968, H68363, and AA040858 
disclose a fragment of human cDNA which comprises a sequence 
highly homologous to a portion of the sequence of the mouse PAP 
gene disclosed by Kai et al . It is well known in the art that 
each EST corresponds to the production of some protein as ESTs 
are fragments of cDNAs which are produced by reverse 
transcription from mRNAs of a particular cell type. Only 
expressed proteins have corresponding mRNAs in a cell and thus 
each EST corresponds to an expressed protein. While a EST 
encodes only a portion of the cDNA encoding a particular 
protein, each EST clearly provides a suggestion that the cell 



Application/Control Number: 08/842,827 Page 4 

Art Unit: 1652 

from which the EST was reverse transcribed expressed a 
corresponding protein. The high homology of the cited ESTs to 
the mouse PAP gene disclosed by Kai et al. clearly suggests that 
the protein to which each of these ESTs correspond is the human 
homolog of the protein of Kai et al. As such it would have been 
obvious to one of ordinary skill in the art that there is a 
human homolog of the PAP of Kai et al- which is highly 
homologous to the mouse and porcine proteins. 

Therefore, as Kai et al. teach that type 2 PAPs such as 
that encoded by the disclosed gene play a role in the regulation 
of signal transduction by phospholipase D, it would have been 
obvious to one of ordinary skill in the art to isolate the gene 
encoding the human homolog of the porcine and mouse PAPs 
disclosed by Kai et al . , to recombinantly express this gene to 
produce the human PAP and to use this enzyme for the 
dephosphorylation of phosphatidic acid and the regulation of 
signal transduction. 

Claim 13 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kai et al . (Reference A7 of applicants IDS) in 
view of any one of GEMBANK entries AA040858, W04968 or H68363 as 
applied to claims 3, 5, and 10-12 above, and further in view of 
Brindley et al . (Reference Al of applicants IDS) . 
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Kai et al., AA040858, W04968 and H68363 are discussed 
above . 

Brindley et al. teach that mammalian type 2 PAPs 
dephosphorylate phosphatidic acid, lysophosphatidic acid, 
sphingosine-l-phosphate and ceramide-1 -phosphate to generate 
products important in signal transduction pathways. 

Therefore, as Kai et al . and Brindley teach that type 2 
PAPs such as that encoded by the disclosed gene play a role in 
the regulation of signal transduction by phospholipase D and 
other proteins, it would have been obvious to one of ordinary 
skill in the art to isolate the human homolog of the porcine and 
mouse PAPs disclosed and to use this enzyme for the 
dephosphorylation of lysophosphatidic acid, sphingosine-l- 
phosphate and ceramide-1 -phosphate and the regulation of signal 
transduction. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over GENBANK entry U79294 in view of Kai et al . 
(Reference A7 of applicants IDS) . 

GENBANK entry U792 94 teaches a cDNA sequence from a human 
brain library. This cDNA is identical to bases 225-13 62 of SEQ 
ID NO: 6 except for a single base deletion encompassing all of 
the coding sequence of SEQ ID NO: 5. This cDNA also exhibits 62% 
sequence identity with the mouse cDNA encoding PAP of Kai et al . 
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Kai et al . teach the isolation of porcine PAP, the 
isolation of and expression of the mouse PAP gene and that PAPs 
are important enzymes glycerolipid biosynthesis as well as 
signal transduction pathways. 

In view of the sequence identity between the cDNA of 
GENBANK entry U79294 and the mouse PAP cDNA of Kai et al, it 
would have been obvious to one of ordinary skill in the art that 
the cDNA disclosed by GENBANK entry U79294 encodes a human PAP- 
like protein. Therefore, it would have been obvious to one of 
ordinary skill in the art to insert the cDNA of GENBANK entry 
U79294 into an expression vector and express the encoded protein 
in order to produce antibodies to a human protein that would be 
reasonably expected to have a role in glycerolipid biosynthesis 
and/or signal transduction pathways. 

Claims 4, 6-9, and 16 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten 
in independent form including all of the limitations of the base 
claim and any intervening claims. 

Claims 2, 14, and 15 are allowed. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Rebecca 
E. Prouty whose telephone number is 571-272-0937. The examiner 
can normally be reached on Tuesday- Friday from 8 AM to 5 PM. 
The examiner can also be reached on alternate Mondays 
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If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Ponnathapura 
Achutamurthy, can be reached at (571) 272-0928. The fax phone 
number for this Group is 571-273-8300, 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. . Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 
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Primary Examiner 
Art Unit 1652 



